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FIRST NOTIFICATION OF OFFICE ACTION 

1 . S In accordance with the Request for substantive examination of the applicant, 

the examiner has made the examination on the above cited patent application based 
on the provision in paragraph 1, Article 35 of the PRC Patent Law. 
□ The Patent Office itself has decided to make a substantive examination for the 
above cited patent application based on the provision in paragraph 2, Article 35 
of the PRC Patent Law, 



The applicant requested to designate the flling d 


ate of 


October 2, 2002 


in the Patent Office of 


JP 


as the priority date; 1 










with the submission of certified copy of Priority 


Documents. 



□ no certified copy of priority document has been received heretofore and, according to 
the provisions of Article 30 of the PRC Patent Law, it is deemed that no priority 
right has been requested. 

3. □ The applicant submitted the claims.after examination, the reason being that the above 

cited claims 

□ is not in conformity with the provisions of Article 33 of the PRC Patent Law; 

□ is not in conformity with the provisions of Rule 5 1 of the Implementing Regulations 
of the PRC Patent Law. 

4. M Examination is made based on the original filing document 

□ Examination is made based on the following documentations 

the original filing documents submitted on the filing date: Claims , pages 

of the description, Pages of the accompanying drawings, 

the documents submitted on ^Claims , page(s) ^of the 

description ,Page(s) Figure(s) ^of the accompanying drawings, 

the abstract of description submitted on ; 

the drawing of abstract submitted on . 



5. □ The notification is made without conducting the search for the patentability. 
S The notification is made under the search for the patentablity. 
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0 The following reference materials have been cited in this notification (their serial 
numbers will be referred to in the following procedure): 



Serial 
Number 


Number or Title of 
Reference Material 


Publication Date (or Filing Date of A 
Conflict Patent Application) 


I 


CN1201 190 A 


1998-12-9 


2 


US2002/0049826A1 


2002-4-25 









6. The conclusion of the examination: 
13 In regard to the description: 

□ The subject matter of the present application is not accepted based on the Article 5 of 
the PRC Patent Law. 

□ The description is not in conformity with the provision of paragraph 3, Article 26 of 
PRC Patent Law. 

□ The description does not conform to the provisions of rule 24 of the Implementing 
Regulations of the Patent Law, 

@ The presentation of the description is not in conformity with the provision of Rule 1 8 
of the Implementing Regulations of the PRC Patent Law. 

□ The presentation of the description is not in conformity with the provision of Rule 1 9 
of the Implementing Regulations of the PRC Patent Law. 

(HI In regard to the Claims: 

0 Claims .17-24 can not be allowed beyond the scope of the protection based on the Article 
25 of the PRC Patent Law. 

□ Claims do not belong to the definition of invention based on the provision of 

paragraph 1 , Rule 2 of the Implementing Regulations of the PRC Patent Law. 

D Claims can not be allowed owing to lack of novelty based on the provision of 

paragraph 2, Article 22 of PRC Patent Law, 
S Claims 1,4,9,12,25,26 can not be allowed owing to lack of inventiveness based on the 
provision of paragraph 3, Article 22 of PRC Patent Law. 

□ Claims can not be allowed based on the provision of paragraph 4, Article 

26 of PRC Patent Law. 

□ Claims — ^can not be allowed based on the provision of paragraph 1, Article 31 of PRC 
Patent Law, 

□ Claims — can not be allowed owing to lack of inventiveness based on the provision 
of paragraph 4, Article 22 of PRC Patent Law. 

S Claims — 5-18,13-16 can not be allowed based on the provision of Rules 20 of the 
Implementing Regulations of the PRC Patent Law. 

□ Claims can not be allowed based on the provision of Article 9 of PRC Patent 

Law. 

D Claims can not be allowed based on the provision of Rules 23 of the 

Implementing Regulations of the PRC Patent Law. 

□ Claims can not be allowed owing to lack of novelty based on the provision of 

paragraph I, Article 13 of PRC Patent Law. 

The analysis of above conclusion is given in the text of this office action. 
The explanation of the conclusion is given In the attachment sheet in details 
7. According to the above conclusion, it is considered that 

□ the applicant should amend the application documents based on the request in the 
Attachment Sheet. 
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0 the applicant should state the reason on which the application can be accepted and 
amend the part that is indicated not to be in conformity with the requirement, 
otherwise the application will be rejected. 

□ No subject matter in the application is accepted, said application will be rejected if 
the applicant does not make a statement or fail to make a statement. 

□ 

8, The applicant is drawn attention to that 

( 1 ) in accordance with the provisions of Article 37 of the Chinese Patent Law, the 
applicant shall submit the observations within four months from the date of 
receiving this notification. If the applicant, without any justified reason, fails to reply 
within the time limit, the application shall be deemed to have been withdrawn. 

( 2 ) the applicant shall make amendments to what is not in conformity with the 

provisions in the text of this notification. The amended text shall be furnished in 
duplicate. The formality of the document should be in conformity with the relative 
provisions of the Guidebook for Examination. 

( 3 ) the applicant and/or his attorney could not go to the PRC Patent Office to meet the 
examiner if no appointment is madfe. 

( 4 ) any response and/or amended specification must be mailed or sent by hand to 
the Receiving Department of the PRC Patent Office. Any documents that are 
not sent to the Receiving Department do not have legal force. 

9. The text of the notification embraces 4 pages, along with the enclosures herein: 
□ copy of the cited references are enclosed in pages of . 

Department of Examination & Cooperation Examiner: Dan FAN(9383) 

Date of decision: 200S.6«22 
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TEXT OF THE FIRST OFFICE ACTION 
Application No. 03134904.8 

The present application relates to a management apparatus for memory capacity. As 
described in the description, the technical problems the invention aims to solve are "i/i 
case that a mobile terminal has a shortage in its memory for obtaining a large amount 
of data, vacant capacity of the memory in the mobile terminal can be secured". 
After examination, the examiner's opinions are as follows. 

1. The technical solutions claimed by independent claims 1, 4. 9. 12, 25, 26 do NOT 
have inventiveness as stipulated by Paragraph 3, Rule 22 of the Chinese Patent Law. 

Independent claim 1 seeks protection for a management apparatus for memory 
capacity. Reference 1 (CN1201190A, corresponding to US patent application No. 
09,052,099, and referred to as "Rcf. 1" hereinafter) discloses an apparatus for 
managing a memory size of files of the portable information terminal, and particularly, 
discloses the following technical features (see Fig 2-3 and corresponding portions of 
the description for describing Fig 2-3): a list of files of the portable information 
terminal in a master sever, which manages a memory size of files of each portable 
information terminal in a network (corresponding to management apparatus for 
memory capacity of claim 1); judging whether files to be transmitted to each portable 
terminal is transmitted or not, by comparing the size of the memory available 
(corresponding to vacant capacity of claim 1) in each of the portable information 
terminals, which is managed by the list of files of the portable information terminal in 
the master sever, with the data amount of the files to be transmitted to each portable 
terminal (corresponding to the operation of transmission judging means of claim 1). 
The different features of claim 1 from Ref. I are: a transmitting means that obtains 
some data storing in each of said mobile terminals and stores said obtained data and 
lets each of said mobile terminals make new vacant capacity when said data to be 
transmitted were judged not to be transmitted, and transmits said data to be 
transmitted, which were judged not to be transmitted, to each of said mobile terminals 
by using said new vacant capacity. However, Reference 2 (US patent application No. 
09,971,491, referred to as "Ref. 2" hereinafter) discloses a management apparatus for 
memory capacity, in which the above different features are disclosed (see Paragraph 
(P) 44-P53 and Fig 1 of the description). Namely, the terminal could upload some 
data (i.e., a server obtains some data storing in the terminal and stores said obtained 
data) and let the terminal make new vacant capacity when data to be transmitted to the 
terminal were judged not to be transmitted due to a shortage in the terminal's vacant 
capacity, and transmits said data to be transmitted to said terminal by using said new 
vacant capacity. TTie technical problems solved by the above different features in 
Ref 2 are the same as those in claim 1, which are "//» case that a mobile terminal has 
a shortage in its vacant capacity, the transmission of data to the terminal can be 
secured*. As can be seen, Ref 2 gives the teachings of applying the above different 
features to Ref. 1 to settle the above technical problems, and thus it would be apparent 
for those skilled in the art to combine Ref 2 with Ref 1 to obtain the technical 
solution of claim 1. Given this, compared with Ref I and Ref 2, claim 1 has neither 
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prominent substantive features nor notable progress, and thus fails to possess 
inventiveness. 

Independent claim 4 seeks protection for a management system for memory capacity. 
Ref. 1 discloses a system for managing a memory size of files of the portable 
information terminal, and particularly, discloses the following technical features (see 
Paragraph 2, Fig 1-3 and corresponding portions for describing Fig 1-3 of the 
description): portable terminals have fiinction of a cellular phone, and thus the 
portable terminals have the function of communicating with each other over network; 
a master sever has the function of storing files of the portable terminal, from which 
the following conclusion could be inferred that the master server necessarily includes 
a data memorizing means to implement the function of storage; a master server, 
including a list of files of the portable information terminal, which manages a memory 
size of files of each portable terminal; judging whether files to be transmitted to each 
portable terminal is transmitted or not, by comparing the size of the memory available 
in each of the portable information terminal, which is managed by the list of files of 
the portable information terminal in the master sever, with the data amount of the files 
to be transmitted to each portable terminal (corresponding to the operation of 
transmission judging means of claim 4). The data to be transmitted to the terminal 
finally will be transmitted from the server to the terminal regardless of the specific 
data transmission form (active/requested by the terminal) of the server. Also, the 
criteria for judging are based on the amount of the data to be transmitted from the 
server to the terminal. The above features disclosed in Ref 1 are the same as those 
of claim 4, except for the server^s specific data transmission form. The different 
features of claim 4 from Ref 1 are: the mobile terminal comprises a data obtaining 
request transmitting means and a transmitting means. The feature ^transmitting 
means'' has already been disclosed by Ref 2 (see P44-P53 and Fig 1 of the 
description) as follows: the terminal could upload some data (i.e., a server obtains 
some data storing in the terminal and stores said obtained data) and let the terminal 
make new vacant capacity when data to be transmitted to the terminal were judged not 
to be transmitted due to a shortage in the terminaPs vacant capacity, and transmits 
said data to be transmitted to said terminal by using said new vacant capacity. The 
other feature "//re mobile terminal comprises a data obtaining request transmitting 
means'' is common sense in the related art, since the portable terminal could be such 
wireless terminal as cellular phone, and such wireless terminal in reality would 
commonly have functions of requesting for obtaining data from network and 
receiving data through a master server Ref 2 together with the above common 
sense gives the teachings of applying the above different features to Ref 1 to solve 
the technical problems thereof, and thus it would be apparent for those skilled in the 
art to combine Ref 1 with Ref 2 together with common sense to obtain the technical 
solution of claim 4. Given this, compared with Ref I and Ref 2, claim 4 has neither 
prominent substantive features nor notable progress, and thus fails to possess 
inventiveness. 

Independent claim 9 seeks protection for a management method for memory capacity 
at a management apparatus for memory capacity, and the technical features of which 
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correspond to the respective ones of claim 1. For the similar reason as claim I, claim 
9, compared with Ref. 1 and Ref. 2, fails to possess inventiveness. 

Independent claim 12 seeks protection for a management method for memory 
capacity at a management apparatus for memory capacity, and the technical features 
of which correspond to the respective ones of claim 4. For the similar reason as 
claim 4, claim 12, compared with Ref. 1 and Ref 2, fails to possess inventiveness. 

Independent claim 25 seeks protection for a management system for memory capacity 
The different features of claim 25 from claim 4 are: a management server that 
transmits data, which each of mobile terminals requested to obtain from a network, to 
each of said mobile terminals; mobile terminals, comprising a data storing means that 
stores data obtained from said network; and a judging means that judges whether said 
data requested by each of said mobile terminals are stored in said data storing means 
of the terminals or not. However, Ref 1 (see Paragraph 2 of the description, Fig 1-3 
and corresponding portions for describing Fig 1-3 of the description) discloses: a 
master server, having the function of transmitting data requested by a terminal to the 
tenninal; portable tenninals, having the function of storing files transmitted by the 
master server, from which the following conclusion could be inferred that the terminal 
necessarily includes a data storing means storing data obtained from a network. 
Also, the judging means of claim 25 functions essentially the same as the transmission 
judging means of claim 4, although they are different in expression. The other 
features of claim 25 are the same as the corresponding features of claim 4. Based on 
the above analyses together with the above reasoning for claim 4, claim 25, compared 
with Ref 1 and Ref 2, fails to possess inventiveness. 

Independent claim 26 seeks protection for a management system for memory capacity. 
The different point of claim 26 from claim 25 is the different placement of the judging 
means. The judging means of claim 26 is in a mobile terminal, while the judging 
means of claim 25 is in a management server. However, the functions of the two 
judging means are the same, which is judging whether the data to be transmitted to the 
tenninal could be transmitted to the tenninal (i.e., the data could be stored in a storing 
means of the tenninal) or not, by managing vacant capacity of each mobile terminal. 
The change of the position of the judging means does not affect its functions. For 
the similar reason as claim 25, claim 26, compared with Ref. 1 and Ref. 2, fails to 
possess inventiveness. 

2. "A management program for memory capacity at a management apparatus for 
memory capacity" claimed hy claims 17-24 falls into the scope of unpatentable 
subject matters as stipulated by Paragraph 1. Rule 25 of the Chinese Patent Law. and 
thus should be deleted. 

3. Claims 5-8 and 13-16 are not in conformity with the stipulations of Paragraph 1, 
Rule 20 of the Implementing Reflations of the Chinese Patent Law. 

The object indicated by the phrase "I'to own" in the phrase *Hts own mobile terminaP', 
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which is repeatedly appeared in claim 5-8 and 13-16, is not clean 

The applicant should make amendments to the claims on the defects as pointed out 
above. 

4. The description of the application has unclear contents, a matter which is not in 
conformity with the stipulations of Paragraph 3, Rule 18 of the Implementing 
Regulations of the Chinese Patent Law. 

It is described in the description that "W/A this method, every time when the vacant 
capacity of the memorizing section 14 in the mobile terminal 1 changed, the 
information of the vacant capacity is transmitted to the Internet service management 
server i" (see P29L12-P29L16 of the description), and the referenced method should 
be "//le mobile terminal 1 transmits the information of the vacant capacity of the 
memorizing section 14 to the Internet service management server 3 at the time when 
an external instrument was connected to or was disconnected from an interface 
connector provided in the mobile terminal r as mentioned in the previous sentence of 
the description. However, to the examiner's understanding, the effects achieved by 
the method are not ^transmitting the information of the vacant capacity to the server 
every time when the vacant capacity of the mobile terminal changed\ but 
''transmitting the information of the vacant capacity to the server at the time when an 
external instrument was connected to or was disconnected from the mobile terminar. 
Thus, the above contents of the description have inconsistency problems, and the 
applicant should make amendments to the description to overcome the above defects. 
The amendments could not go beyond the scope as described in the original 
application. 

For the foregoing reasons, the current version of the application could not be patented. 
The applicant should amend the claims and description to overcome the defects as 
indicated in the Office Action. The amendments to the application documents 
should be in conformity with the stipulation of Rule 33 of the Chinese Patent Law, 
and may no go beyond the scope defined by the original description and claims. The 
applicant should submit the amended claims, descriptions and drawings within the 
time limit indicated in the Office Action, and give the reasoning for the inventiveness 
of the new claims comparing with the references cited by the Office Action. Further, 
the examiner, in accordance with the stipulations of Rule 51 of the Implementing 
Regulations of the Chinese Patent Law, may not accept the amendments that are not 
specific to the office action. 



Examiner: Fan, Dan 
Code: 9383 
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This Page is Inserted by IFW Indexing and Scanning 
Operations and is not part of the Official Record 

BEST AVAILABLE IMAGES 

Defective images within this document are accurate representations of the original 
documents submitted by the applicant. 

Defects in the images include but are not limited to the items checked: 

□ BLACK BORDERS 

□ IMAGE CUT OFF AT TOP, BOTTOM OR SIDES 

□ FADED TEXT OR DRAWING 

□ BLURRED OR ILLEGIBLE TEXT OR DRAWING 

□ SKEWED/SLANTED IMAGES 

□ COLOR OR BLACK AND WHITE PHOTOGRAPHS 

□ GRAY SCALE DOCUMENTS 

□ LINES OR MARKS ON ORIGINAL DOCUMENT 

□ REFERENCE(S) OR EXHIBIT(S) SUBMITTED ARE POOR QUALITY 

□ OTHER: 

IMAGES ARE BEST AVAILABLE COPY. 
As rescanning these documents will not correct the image 
problems checked, please do not report these problems to 
the IFW Image Problem Mailbox. 



